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SHORTER ARTICLES,
COMMENTS AND NOTES

The Patent Cooperation Treaty:
Effects on Domestic and
Foreign Patent Practice
The Patent Cooperation Treaty' permits patent applicants, through the
filing of a single patent application, to effectively file patent applications in
any and all States party to the Treaty. This article will explore the procedures established by the Treaty and its implementing Regulations2 as well as
those established by the United States to implement the Treaty. It also
considers the merits and potential hazards of the procedures which, unless
the applicant exercises due care, may result in a loss of foreign patent rights.
History
In 1966, the Executive Committee established under the Paris Convention
for the Protection of Industrial Property3 approved a resolution advanced
by the United States which recommended that the Secretariat of the Paris
Convention (the United International Bureau for the Protection of Intellectual Property in Geneva, Switzerland) undertake a study to determine
whether it might be possible to reduce the duplication in effort by applicants
and national patent offices in filing and prosecuting applications for the
same invention in various countries. A committee of experts from various
parties to the Paris Convention prepared and reviewed several drafts of an
international agreement designed to reduce this repetitive effort in multinational prosecution.The culmination of this work was a final draft of the
Patent Cooperation Treaty as substantially adopted at the Diplomatic Conference held in Washington, D.C. from May 25 to June 19, 1970. The

'Patent Cooperation Treaty and Annexing Implementing Regulations, entered into force
Jan. 24, 1978, T.I.A.S. 8733, Pub L. No. 94-131, 89 Stat 685 (codified in scattered sections of
35 U.S.C. (Supp. V 1975) (hereinafter cited as Treaty).
2
The Regulations are hereinafter cited as rules. See also Treaty art. 58.
3
Convention for the Protection of Industrial Property, Mar. 20, 1883, revised July 15, 1967.
T.I.A.S. 6923, 7727, MANUAL FOR THE HANDLING OF APPLICATIONS FOR PATENTS DESIGNS AND
TRADEMARKS THROUGHOUT THE WORLD (Supp. No. 24, 3/69).
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Treaty remained open for signature until December 31, 1970, by which time
a total of thirty-five countries had become signatories.
The Treaty came into force on January 24, 1978,1 three months after
ratification by the United Kingdom. As of November 16, 1978, the treaty
had been ratified by the United States, Japan, United Kingdom, France,

West Germany, Switzerland, Sweden, Denmark, Luxembourg, Brazil, the
Soviet Union and a number of African states.'
Procedure Under Patent Cooperation Treaty
Under the Treaty, residents and nationals of the Contracting States will
have the opportunity to file 6 patent applications (known as "international
applications"). 7 The effect is a filing of the application in each Contracting
State designated in the "request,"' which is a part of the international

application. However, in those Contracting States not giving prior art effect
to a filing under the Paris Convention, the international filing likewise shall
not have a prior art effect if they so declare.' With the exception of prior art
effect in certain designated States, the international filing has the same
effect as the filing of a national application in all designated States as of the
international filing date."
The international application is filed in the "receiving Office"'' designated to act as such by the Contracting State of which the applicant is a
national or resident.' 2 In the case of nationals or residents of the United
States, the appropriate receiving Office is the Patent and Trademark Office. 3 Contracting States are free to apply measures deemed necessary for

'Treaty, art. 63. The ratification of the United Kingdom was the last of the necessary
ratifications by States having major patent activity, as defined in art. 63 (1) (a).
'Addressed by Louis A. Maassel to the New York Patent Law Association, November 16,
1978.
'Filing international applications under the Treaty began June 1, 1978. (June 1, 1978 was the
earliest possible effective filing date for European patent applications filed in the European
Patent Office.) 380 PAT. TRADEMARK & COPYRIGHT J. (BNA) at A-21, May 25, 1978.
'Treaty, art. 2 (VII); See: art. 9. The concepts of nationality and residency will be determined in accordance with the laws of the particular State of which each applicant claims to be a
national or resident. An international application may be filed where at least one of a plurality
of applicants is a national or resident of a Contracting State. See also rule 18.
'Id., art 4.
'Id., art. 64 (4). The United States has exercised its right under art. 64 by amending 45
U.S.C. 102(e) to provide for compliance with 35 U.S.C. § 371(c) by the applicant, i.e., the
actual filing of an international application in the United States Patent and Trademark Office,
before the international application can have a prior art effect in this country.
'"Id., art. 11 (3). Of course, existing procedures for the direct filing of applications in foreign
countries may be used by the applicant in the alternative, as evidenced by use of the permissive
"may" in art. 3 (1).
"Id., art. 2 (XV).
'Id., rule 19.1 Practice in the case of applications having more than one applicant is
governed by rule 19.2. Under art. 9, it may eventually be possible for residents and nationals of
States not party to the Treaty to file applications thereunder.
"335 U.S.C. § 361 (Supp. V 1975). 43 Fed. Reg. 20460-71 (1978) (to be codified in 37 C.F.R.
§§ 1.1 to 5.17), hereinafter cited as 37 C.F.R. (1978).
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the preservation of national security. 4 Patent applications for inventions
made in the United States are subject to the restrictions 5 governing the
filing of patent applications in foreign countries. In such cases, either a
United States national patent application or an international application
filed in the United States receiving Office may be filed in the first instance
without running afoul of these restrictions. However, an international application may not be transmitted to any international agency other than the
United States receiving Office prior to the expiration of six months from the
filing of the application in the United States absent a license from the
Commissioner of Patents and Trademarks.
Upon filing an international application with the United States receiving
Office, the applicant must submit the basic portion of the international
fee,' 6 the transmittal fee,' 7 and the search fee.' 8 Designation fees, which
depend in amount on the number of designated States in which it is desired
to effect a filing, 9 may be paid upon filing of the international application
at the applicant's option, but no later than one year from the priority date.2"
Since international applications may enjoy the priority of earlier applications filed in or for any country party to the Paris Convention, 2' although
the Contracting States need not treat this priority application as prior art, it
is expected that an international application will usually claim the priority
of one or more previously filed national applications. This procedure has
the advantage of postponing, for up to a year past the priority date, a
decision regarding which States to designate for foreign filing in the international application as well as the payment of filing fees.
In the receiving Office, the application will be subjected to a formalities
examination,22 during which the applicant will have the opportunity to
correct formal defects23 within a period of time fixed by the receiving Office." Where the applicant is invited by the receiving Office to correct
formal defects, failure to timely respond thereto may result in a holding by
the receiving Office that the international application has been withdrawn,25
with the likely consequence that the priority date will be lost by the applicant.
The receiving Office is obliged to transmit a copy of the international
application (the "record copy") to the International Bureau (the World

'Treaty, art. 27.
535 U.S.C. § 184 (1970); 37 C.F.R. 5.11 (1978).
'"Treaty, rule 15.
"Id., rule 14, 37 C.F.R. 1.445 (1978).
"Id., rule 16, 37 C.F.R. 1.445 (1978).
"Id., rule 15.
"'37 C.F.R. 1.432 (1978).
"Treaty, art. 8.
"Id., art. 14.
"Id., art. 14 (l) (b).
"Id., rule 20.6 (b).
"Id., art. 14 (b).
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Intellectual Property Organization)26 and a second copy (the "search
copy") to the appropriate International Searching Authority.27 The In-

ternational Searching Authority for applications filed in the United States
receiving Office will also be the United States Patent and Trademark Office. 28 Normally the record copy and the search copy will be forwarded
directly by the receiving Office no more than fourteen months from the
priority date.29

In addition to a search of prior art encompassing the minimum documentation prescribed under the Treaty, 3" the International Searching Authority

will review the application for formal compliance' and determine whether
the claims comply with the unity requirement."

If formal defects are dis-

covered by the International Searching Authority, it will inform the receiving Office, 33 which will in turn invite the applicant to make necessary corrections." An international search report will be prepared by the International Searching Authority35 and transmitted to the International Bureau 6
and to the applicant. The applicant will have one opportunity to amend toe

claims of the international application before the International Bureau after
he has received the international search report." The international application, the search report and the amendments, if any, will be communicated

by the International Bureau to each designated Office" (i.e., the national
Office responsible for the granting of patents in each designated State.)39
The International Bureau will also publish the international application
shortly after the expiration of eighteen months from the priority date4"
along with amendments to the claims, if any, and the international search
report, if available." This publication will have the same effect in each

"6See 37 C.F.R. 1.401 (b) (1978).
"Treaty, art. 12.
"This is authorized by 35 U.S.C. § 362 (Supp. V 1975). 37 C.F.R. 1.413 (1978) implements
35 U.S.C. § 362. Procedure before the International Searching Authority is governed by arts.
15 to 18 and rules 25, 28, and 33 to 45.
"Treaty, rule 22.
11Id., rule 34.
" Id., rule 28.
"Id., rule 13, art. 17 (3) (a).
"Id., rule 28.
"Id., art. 14 (1) (b) & rule 26.
"1d., arts. 17, 18 & rule 43.
"I1d., art. 18 (2) & rule 44.1.
71d., art. 19. See also rule 46 which prescribes limitations of time for filing amendments
with the International Bureau, as well as language and form of such amendments.
"Id., art. 20 & rule 47. However, it is ultimately the responsibility of the applicant to provide
copies of the international application and any required translation thereof (See also rule 47.3)
to each designated Office within twenty months from the priority date.
"See also Treaty, art. 2 (xiii).
"Id., art. 21.
"Id., rule 48. However, each Contracting State has the option of declaring under art. 64 (3)
that, as far as it is concerned, publication is not required. If all States designated at the
expiration of eighteen months from the abovementioned priority date have made declarations
under art. 64 (3), the application will not be published; arts. 21 (2) & 64 (3) (b).
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designated State in respect of the protection of rights therein that a compulsory national publication of an unexamined national application would
have under the national law of each designated State. 2 For example, under
the Patents Act in Great Britain,43 acts, which at the time they occurred
would infringe the then pending claims of an application previously published under its provisions," are actionable after grant as infringements
although occurring before grant. However, if the language of the publication by the International Bureau is different from the language in which
publications under the national law are effected in the designated State, the
national law may require a further publication of the international application translated into the latter's languages or the transmittal of such a translation to the unauthorized user of the claimed invention before such protection will be available. "
Under the Treaty, "6 any State may declare that, so far as it is concerned,
publication by the International Bureau is not required. If, at the expiration
of eighteen months from the priority date, the international application
contains the designation only of States which have dispensed with the requirement of publication, "7 or if the application is withdrawn before technical preparations for publication have been completed, the international
application normally will not be published."
Generally, the International Bureau and the International Searching Authority will not permit access to international applications prior to the
international publication unless the applicant consents. 49 National offices
are also prohibited for a time to permit access to or to publish the international application."
After communication of the international application and accompanying
documents to the designated Offices, national prosecution under the normal procedures of the designated States will proceed, but not before the
expiration of twenty months from the priority date, unless the applicant
authorizes earlier processing.' Within twenty months after the priority date
of the international application, the applicant must send to each designated
Office the appropriate national or regional filing fees and any required
translations.52 The applicant is permitted to amend his application in the
designated Offices within one month from the payment of the filing fees
and furnishing of translations. 3
2
1d., art. 29.
'The Patents Act 1977 c. 37 § 69.
"Id., § 16.
"Treaty, art. 29 (2).
"Id., art. 64 (3).
"Id., arts. 64 (3) (b), 21 (2) (a). But see arts. 64 (3) (c), 21 (2) (b).
"Id., art. 21 (5).
"Id., art. 30 (I) (a).
'Id., art. 30 (2) (a), 30 (4). But see art. 30 (2) (b), 30 (2) (c) & 30 (3).
Id., art. 23.
1Id., art. 22 (1).
"Id., art. 28 & rule 52.
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Form of the International Application
The format has been selected to conform to that required by the European Patent Convention. Contracting States may not impose requirements
relating to the form or contents of the international application which differ
from or are additional to those provided in the Treaty and its Rules."
Accordingly, patent applications may now be prepared in a manner acceptable in every State that is party to the Treaty (which should eventually
include most industrial countries) as well as in the European Patent Office.
This is in contrast with traditional practice whereby each State imposed its
own formal requirements. Where it was desired to file patent applications in
a number of foreign States based on an application filed in the United
States, it was necessary, therefore, to prepare new applications in each such
foreign State in addition to providing, in many instances, a translation of
the filed United States application.
The prescribed format requires that the international application contain
a formal request, a description, one or more claims, an abstract, and one or
more drawings (where necessary), 5 in that order.5 " In addition the application papers must be prepared in accordance with prescribed physical requirements. 5 The applicant must designate in the request those States in
which he intends to effect a national filing. 8 The Treaty permits each
Contracting State to construe a designation thereof as an application for a
regional patent." France has enacted legislation under this provision6" such
that designation thereof in the request constitutes a request for the filing of
an application in the European Patent Office to have effect in France. This
is not surprising since the provision 6' was proposed jointly by France and
the Netherlands. The proposal was opposed by the United Kingdom and the
Scandanavian countries"2 and therefore, it does not appear likely that similar legislation will be enacted by these States.
The format of the description follows that presently recommended by the
United States Patent and Trademark Office. 3 However, the format prescribed by the Treaty, 4 must be followed "except when, because of the

'Id., art. 27 (1).
"Id., art. 3 (2).
"See § 207, Administrative Instructions Under the Patent Cooperation Treaty, 970 OFFICIAL
GAZETTE OF THE UNITED STATES PATENT OFFICE 28.
"Treaty, rule II.
"I1d., art. 4 (1) (ii)
"Id., arts. 45 (2), 4 (l) (ii). art. 2 (iv) defines a "regional patent" as "a patent granted by a
national or an intergovernmental authority having the power to grant patents effective in more
than one State."
"French law No. 77-503, art. I (May 1977).
'Treaty, art. 45 (2).
"2 See Message from the President of the United States transmitting the Patent Cooperation
Treaty to the Senate, 1972, at 219.
"37 C.F.R. 1.77 (1978).

"Treaty, rule 5 (b).
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nature of the invention, a different manner or a different order would result
in a better understanding and a more economic presentation."
The claims of the international application "shall" be placed in a
German-type format "whenever appropriate."" 5 In view of decisions66 to
the effect that claims in the German format admit that the elements recited
in that portion of the claim preceding the characterizing clause are to be
found in the prior art, use of this type of claim format may eventually prove
costly to the applicant. It does not appear that the receiving Office or the
International Searching Authority is authorized to require compliance with
this Rule. 7 Moreover, since the applicant has an opportunity to amend the
claims before each designated Office,68 the claims may then be placed in the
German format if required by the national law of that State.
Merits of the Patent Cooperation Treaty
Under traditional practice, a United States applicant had twelve months
after filing a patent application in the United States Patent and Trademark
Office, to file corresponding patent applications in most other countries of
the world. These corresponding applications had the effective filing date of
the previously filed United States patent application. This ability to rely on
a first filing date in the United States as an effective filing date is essential to
the protection of patent rights in the majority of foreign countries, which
view a publication by anyone (including the inventor) of the subject matter
of a patent application pending before their Patent Offices as voiding patent rights in their respective countries where the date of publication precedes the effective filing date of the application. This right of priority is
indispensible to companies which encourage publication of inventions made
by employees.
The Treaty preserves this right of priority and effectively expands the
twelve month priority period to twenty months. Accordingly, a United
States applicant who files an international application under the Treaty is
afforded an additional eight months from the filing date of the United
States patent application in which to decide where, among those States
designated in the request of his international application, he wishes to pursue patent rights. During this additional period, further research and product development on the invention covered by the international application
may place the applicant in a better position to evaluate where foreign patent
rights should be pursued. This may result in a savings in filing, translation
and associate fees where the number of planned filings is reduced or in the

"Id., rule 6.3.
61See, e.g., Esso Research & Engineering Co. v. Kahn & Co. (D. Conn., 1974) 379 F. Supp.
205, 183 U.S.P.Q. 582, affirmed 513 F.2d 1341 (2d Cir. 1975).
rule 6.3. See arts. II & 14 relevant to procedure before the Receiving Office and
art. 17 relevant to procedure before the International Searching Authority.
art. 28.
6'Treaty,

6"Treaty,
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ability to pursue patent rights in important market areas whose importance
would not have been appreciated prior to the end of the traditional twelvemonth priority period.
Where the United States applicant employs the procedure provided by the
Treaty to effect the filing of foreign patent applications, the results of an
extensive prior art search by the United States Patent and Trademark Office
as well as amendments to the claims prepared by the applicant's United
States attorney will be provided to each designated Office. It is still too early
to determine whether following this procedure will reduce the effort necessary to prosecute national patent applications in the designated States.
However, several States now rely extensively on the results of examination
by the United States Patent and Trademark Office in preparing their own
official actions. Therefore, there is the potential for reducing the amount of
effort required to prosecute a case filed in a relatively large number of
designated States.
However, the European Patent Office has declared its intention to require a supplementary search in the case of applications for European
patents filed under the Treaty. 69 A key to the attractiveness of utilizing the
procedure provided by the Treaty for filing in the European Patent Office
will be the amount by which the search fee 7" is reduced in cases where only a
supplementary search is performed."
Pitfalls in Patent Cooperation Treaty Procedure
One commentator7 2 has expressed reservations regarding use of the
Treaty, at least for effecting the filing of European patent applications
under the European Patent Convention. One concern expressed is that use
of the Treaty procedure would seem to introduce the possibility of mistakes
by personnel in the United States receiving Office which could result in the
loss of priority dates. It is not uncommon to hear of instances where papers
have been lost or files misplaced by personnel in the United States Patent
and Trademark Office, and the possibility of such occurrences would seem
to be increased during implementation of the new Treaty procedure. 3
The international application will be withdrawn where the applicant fails
to submit the necessary copies and fees to the various authorities within the
prescribed time limits." The majority of the grounds for withdrawal of the

69Convention on the Grant of European Patents, entered into force Oct. 7, 1977. J. SINNOTT
2H0 WORLD PATENT LAWS [1978] at 1, art. 157 (2) (a).

" Search fee is now set at DM 1450. See also, art. 2 of Rules Relating to Fees, OFFICIAL
1977, at 21.

JOURNAL OF THE EUROPEAN PATENT OFFICE, Dec.

"See art. 10 of Rules Relating to Fees, OFFICIAL JOURNAL OF THE EUROPEAN PATENT OFFICE,
Dec. 1977, at 26.
" Valence, The Impact of the New European Patent: an American Viewpoint, 5 AMERICAN
PATENT LAW QUARTERLY 313 (1977).

"Id., at 327.
"Treaty, art. 24 (1).
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international application relate to a failure to submit an international application in the appropriate format to the receiving Office or to transmit all
necessary fees. However, these requirements appear to be no more difficult
to comply with than present procedures of the United States Patent and
Trademark Office. The remainder of the grounds for withdrawal of the
international application are, (1) failure of the applicant to submit the
necessary copies and fees to the various designated Offices within the prescribed time limits and (2) failure of the International Bureau to receive the
record copy of the international application within the prescribed time
limit. 75
The use of a conscientious local agent in each designated State should
avoid mistakes in filing in the designated Offices. Therefore, it does not
appear that any greater difficulty will be encountered than has been experienced previously in foreign filing. Filing of the international application
with the International Bureau will normally be effected by the receiving
Office. 76 The International Bureau will notify the applicant when it has
received the record copy" and will also apprise him of any extension of the
twenty-month time limit 7" made by the designated States. 9 If the United
States applicant wishes, he may decide to transmit the record copy to the
International Bureau rather than rely on the receiving Office."0
Unfortunately, the "certificate of mailing""' procedure is not applicable
to the "filing of international applications for patent and papers relating
thereto." 2 It would appear that the Patent and Trademark Office is constrained by Treaty regulations which provide a procedure for excusing delays and loss of documents and letters in the mails where satisfactory evidence is submitted to prove timely deposit as mail registered by the postal
authorities. "3 The United States Patent and Trademark Office has not as yet
indicated what evidence will be considered satisfactory for this purpose. It
would appear that a procedure similar to the certificate of mailing procedure established by the United States Rules of Practice in Patent Cases
would be appropriate (with the necessary modifications)."4 Moreover, the
separate national offices and international authorities should have a free

"Id., art. 12.
76Id.

rule 24.2.
"Id., art. 22 (1).
"Id., art. 22 (3).
"The United States Patent and Trademark Office has implemented Treaty rule 22.2 by
providing that applicants may transmit the record copy to the International Bureau, provided
that the applicant so indicates in a notice filed with the international application.
'37 C.F.R. 1.8 (1977) prescribes a procedure whereby papers and fees (with the exception of
certain listed items) will be treated as timely filed if deposited with the United States Postal
Service as first-class mail before the end of the set period and the items so deposited are
accompanied by a certificate stating the date of deposit.
77Id.,

5237

C.F.R. 1.8 (xi) (1977).

"Treaty, rule 82.
"437 C.F.R. 1.8 (1977).
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hand to dispense with the requirement that documents or letters be sent by
registered mail.
If all else fails, the applicant may seek a ruling by each designated Office
that a refusal by the receiving Office to accord a filing date or a holding by
the International Bureau that the international application has been withdrawn is not justified under the Treaty.85 If the designated Offices find in
the applicant's favor, they will treat the international application as if the
error or omission had not occurred. 6 This is implemented by the Patents
Act in the United Kingdom."' Accordingly, the international application or
the designation of the United Kingdom will not be deemed withdrawn as a
result of an error or omission by an institution having functions under the
Treaty where it occurs through circumstances beyond the applicant's control. The British 88 act established a review procedure for making this determination, and the United States has enacted similar legislation. 9
Effect of Treaty "Unity" Rule on United States and Foreign Practice
It has long been the practice of the Commissioner of Patents and Trademarks to require restriction of the claims of a single application to one or
two or more independent and distinct inventions claimed therein." The
authority for the exercise of this power derives from the patent statute."'
The question naturally arises how this provision and the Commissioner's
practice thereunder is affected by the unity requirement of the Treaty. The
unity rule provides that "The international application shall relate to one
invention only or to a group of inventions so linked as to form a single
general inventive concept ('requirement of unity of invention')." 9
Since a finding by the Patent and Trademark Office acting as an International Searching Authority that the claims of an application do not comply
with the requirement of unity of invention will result in an additional search
fee of 200 dollars per additional invention,93 the question of how the unity
rule will be applied may have a substantial impact on use of the Treaty by
United States applicants to effect foreign filing.9 Additionally, where the
designated Offices determine that the International Searching Authority
was justified in holding that the international application failed to comply

"Treaty, arts. 25 (2), 12 (3).
"Id., art. 25.
"Id., art. 25, Patents Act 1977 §§ 89 (8), 89 (10).
"Id., § 89 (11).
8935 U.S.C. § 367 (Supp. V 1975).
"37 C.F.R. 1.141 to 1.146 (1977).
"35 U.S.C. § 121 (1970).
"Treaty, rule 13.1.
"337 C.F.R. 1.445 (3) (1978).
"The same standards of unity under 37 C.F.R. 1.141 to 1.146 (1977) are to be applied in the
case of international applications as in the case of United States national applications. See 37
C.F.R. 1.481 (1978). A holding of lack of unity under 37 C.F.R. 1.481 (1978) may be protested
to the Commissioner. See 37 C.F.R. 1.482 (1978).
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with the unity requirement and the applicant failed to pay the additional
search fees, they may hold that those parts of the international application
9
which were not searched as a consequence have been withdrawn. "
The unity requirement is considered by the Patent and Trademark Office
to have relatively little effect on traditional restriction practice. 6 More
specifically, the United States Rules of Practice in Patent Cases as
amended9 " equate the concept of independent and distinct inventions with
that of inventions not forming a single general inventive concept as provided by the Treaty rule9" and provide that more than one species may be
claimed in one application where an "allowable claim generic to all the
claimed species" is included in the application. A significant departure
from traditional restriction practice is the abolition of the "five-species"
rule. 9 Under the amended United States Rules of Practice in Patent Cases,
a "reasonable number" of species may now be claimed in one application,
provided they are written in form dependent on an allowable generic
claim. I"
A procedure is established by the amended Rules of Practice in Patent
Cases for determining unity of invention before the United States International Searching Authority.' 0 The standards which apply in such determination are essentially those which apply in determining whether the
claims of a national application should be restricted.' 2 A finding of lack of
unity is permitted "where a document discovered during the search shows
the invention claimed in a generic or linking claim lacks novelty or is clearly
obvious, leaving two or more claims joined thereby without a common
inventive concept."' 0 3 If the Treaty is to provide an attractive procedure for
foreign filing, this provision must be liberally construed in favor of the
applicant; otherwise, the Treaty route may appear too expensive for United
States applicants without providing any real savings in effort.
It would appear that the International Searching Authority is authorized
prior to the search to require the applicant to provisionally elect one species
of a plurality embraced by a generic claim in the event no generic claim is

"Treaty, art. 17 (3) (b).
"See: 43 Fed. Reg. 20458, May 11, 1978.
9737

C.F.R. 1.141 (a) (1978).

"Treaty, rule 13.1.
937 C.F.R. 1.141 (1977). The "five-species" rule limited the applicant to no more than five
claimed species in one application provided the application also included an allowable claim
generic to all the claimed species and all the claims to each species in excess of one were written
in dependent form. There would appear to be no satisfactory reason for such an arbitrary
requirement; hopefully, examiners will not seek to reestablish this practice by uniformly holding that claims directed to more than five species are ipso facto more than a "reasonable
number" under this regulation.
'037 C.F.R. 1.141 (1978).
-Id., 1.481, 1.482 (1978).

-'21d., 1.141, 1.146 (1977).
-0Id., 1.481 (d) (1978).
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found allowable.'° 4 Although this procedure was specifically objected to by
those commenting on the proposed rule changes on the basis that there is no
reason for such a requirement in the Treaty, the Patent and Trademark
Office nevertheless included this provision as reflecting current Office practice.' "° It would appear that this provision is in conflict with the Treaty' 6
which provides that where additional search fees have not been paid in the
case of noncompliance with the requirement of unity of invention, the
international search will be performed on the invention first mentioned in
the claims. Accordingly, the provisional election provisions' 7 should, to
this extent, be considered inapplicable to the determination of unity of
invention by the International Searching Authority."' 8
Conclusions
The Patent Cooperation Treaty provides a potentially useful procedure
for initiating the prosecution of foreign patent applications. In providing
the applicant an additional eight months from the filing date of his first
application before foreign patent applications must be filed in the designated Offices to preserve the benefit of the priority date, the Treaty places
the applicant in a better position to evaluate the desirability of filing in each
of the designated States. Under the procedure, each designated Office is
provided with the results of an extensive prior art search and, at the
applicant's option, amendments to the claims of the international application based on the results of this search. It is therefore possible that, in cases
where a relatively large number of applications are filed in the Contracting
States, a significant amount of effort in prosecuting such cases before the
designated Offices can be avoided. This possibility is, of course, dependent
on the degree to which the designated States are willing to rely on the
international search, as well as on the applicant's ability to file a significantly large number of foreign patent applications under the Treaty. This in
turn will depend on ratification of the Treaty by more of the industrialized
nations, such as Canada.
It is, however, uncertain how the Treaty will be implemented by the
various international authorities as well as what effects it will have on
prosecution in the designated Offices. The potential exists for bureaucratic
bungling to place the Treaty applicant in danger of losing a vital priority
date. Whether the remedial provisions of the Treaty will be reasonably
adequate to preserve the applicant's rights in such a case without undue
effort on the applicant's part is yet to be seen. A further unknown is the

1.146 (1977).
'I1ld., 1.481 (a) (1978).
'°6Treaty art. 17 (3) (a).
1'7d., 1.146 (1977).
'037 C.F.R. 1.481, 1.482. Seealso in particular 37 C.F.R. 1.481 (a) (1978), incorporating 37
C.F.R. 1.141 and 1.146 (1977) "except as modified below in this section."
t'4Id.,

